Appl. No. 09/612,598 
Amclt. Dated 04/29/04 
Reply to Office action of 10/29/03 

REMARKS/ARGUMENTS 

This Amendment is in response to the Office Action mailed October 29, 2003. The 
Examiner is thanked for his examination of the subject application. Claims 45, 49-50, 53, 57, 
61-62, 65 and 69 have been amended. Claims 41, 45, 49-50, 53-63, 65-66 and 69 are pending. 

I. Objection under 37 C.F.R. § 1.71/ Rejection under 35 U.S.C. §112 (first paragraph) 

As set forth in paragraph 2 of the Office Action, the specification is objected to under 37 
C.F.R. § 1.71. Moreover, claims 41, 45, 49-50, 53-63, 65-66 and 69 were rejected under 35 
U.S.C. §112 (first paragraph) for the same reasons set forth in the objection. Applicants 
respectfully disagree with the outstanding objection and §112 (first paragraph) rejection. 

The Office Action features a number of inaccurate assumptions by the Examiner. We 
shall address these assumptions and, for the record, we traverse each and every assumption used 
as rationale for the objection under 37 C.F.R. § 1.71 and rejection under 35 U.S.C. §112 (first 
paragraph). In the future, if the Examiner has any questions regarding support for any limitation 
or reasons for amendment, he is invited to discuss the concern by contacting the undersigned 
attorney at the phone number listed below. Such discussions would facilitate prosecution of the 
subject application. 

First, prior amendments to the pending claims do not acknowledge that the architecture 
described in the subject application is "different and did not support" the copied claims. This is 
an incorrect assumption that appears to be directed to prior amendments made in independent 
claim 41. Claim 41 and all other pending claims have been amended simply to expedite 
prosecution of the subject application. Such amendments should not be construed as an 
acknowledgement of any kind. Applicants have always, and continue to, contend that Claim 41 
is fully supported by the subject application. 

Furthermore, the Federal Circuit has essentially already determined that claim 41 is 
supported by the subject application. In Akamai Tech., Inc. v. Cable & Wireless Internet Svs., 
Inc., 344 F.3d 1 186, 68 U.S.P.Q.2d 1 186 (Fed. Cir. 2003), the Federal Circuit held that the parent 
of the subject application (USP 6,185,598), which has a specification identical to the subject 
application, anticipated claims 1 and 3 of the '703 Patent. 1 As the Examiner has noted, claim 41 
is substantially similar to, and in fact, is broader than claim 1 of the '703 Patent. Since the 
Federal Circuit has decided that the specification of the subject application contains each and 
every limitation set forth in claim 1 of the '703 Patent, and claim 41 substantially mimics claim 1 
of the '703 Patent, it follows that the specification supports the limitations of claim 41 as well. 
The Examiner should strongly consider the findings of the Federal Circuit as ample evidence that 
the specification supports independent claim 41. 2 



1 A copy of the Federal Circuit opinion is enclosed herewith as Appendix A for the Examiner's convenience. 

2 Though Examiner's task at hand is to assess the patentability of the invention without consideration of the 
likelihood that a declaration of interference would be required if the claims were allowed, Applicants note that since 
claims 1 and 3 of the '703 patent were found by the Federal Circuit to be anticipated by the '598 patent, those claims 
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Second, the broad method claims (claims 49, 53, 57, 61, 62, 65 & 69) were not written to 
operate on the architecture of the '703 Patent (USP 6,108,703). These claims make no reference 
to any particular architecture. Rather, these claims were drafted for Applicants to obtain the 
scope of protection that they were entitled to receive. As the Examiner is aware, a term in the 
preamble of a claim is not always considered a limitation on the scope of the claim. Rather, it 
depends on the intention of the limitation within the claims. See Rowe v. Dror, 112 F.3d 473, 42 
U.S.P.Q.2d 1550, 1553 (Fed. Cir. 1997). Applicants respectfully submit that the operations set 
forth in these claims are simply applicable to a system as set forth in the preamble of such claims. 

Regardless of the incorrect assumptions set forth above, alleged architectural differences 
describe by the Examiner have no bearing on whether or not the written description and 
enablement requirements have been satisfied. The Examiner acknowledges this fact by focusing 
on certain limitations within the pending claims. We shall focus the remaining discussion on the 
Examiner's concerns pertaining to certain limitations within the claims and shall provide the 
Examiner with support (page, line numbers) for the limitations within the subject application. If 
the Examiner has any additional questions regarding support for any limitation, he is invited to 
contact the undersigned attorney at the phone number listed below. 

Moreover, it is noted that Applicants have previously provided a claim chart illustrating 
support in the specification for each and every limitation set forth in the pending claims. The 
claim chart was provided with the prior amendment dated December 5, 2001. As stated in the 
claim chart, and repeated herein for clarity, Applicants respectfully submit that the claim chart is 
not intended to limit the claims in any way and is not intended to show the only support for the 
claims. 

With respect to page 4 of the Office Action, it alleges that there is no support in the 
specification for the borrowed language "framework" set forth in claims 45, 49, 53, 57, 61, 62, 
65 and 69. Applicants disagree because the term "framework" is synonymous with the term 
"system". As evidence of this fact, the '703 Patent describes the framework as featuring servers 
operating in a distributed manner. See column 3, lines 4-5 of the '703 Patent. Thus, with respect 
to claim 41, the term "framework" was previously substituted with the term "system." While no 
further amendments are required to overcome this objection, Applicants have amended claims 45, 
49, 53, 57, 61, 62, 65 and 69 to substitute the term "framework" for "system". This amendment 
does not alter the scope of the claims, but rather offers a substitute term well known to the 
Examiner. Hence, Applicants respectfully request the Examiner to reconsider and withdraw this 
objection. 

As further described on page 4, the Office Action alleges that claims 53, 61 and 62 
include the limitation "managed by a domain other than an origin server domain." Applicants 
respectfully disagree with the allegation. For instance, on page 14, lines 13-18 of the subject 
application, a modified URL repeater domain is specified by the term "<repeater>" and the 
server domain is specified by the term "<server>," respectively. This explains why there may be 



are no longer in the '703 patent. See Akamai Technologies. Inc. . 68 U.S.P.Q.2d at 1 192. Consequently, allowing 
Claim 41 in the subject application should not require a declaration of an interference by the PTO. 
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only three usages of the exact wording "domain" in the subject application. As described in 
connection with replicating a set of page objects, namely replicating some or all of the 
information available to the origin server 102 as described on page 6, lines 16-18 of the subject 
application, the repeater servers (104a, 104b, 104c) are in a domain other than the origin server 
domain. 

As described on page 5 of the Office Action, it is requested that Applicants point out 
exactly where in the specification there is support for the phrase "objects" (e.g., page objects, 
embedded objects). It is further alleged that the embedded object URL is modified and not the 
embedded object as set forth in claims 53, 61, 65 and 69. Applicants respectfully disagree with 
the Examiner. 

As the Examiner is aware, a "page object" is an object embedded into a web page. An 
embedded object is a directive such as an embedded image. . .containing URL. See Page 31, 
lines 8-9 of the specification. A "resource" contains references to other resources, some or all of 
these references can be replaced by references to repeaters. See page 4, lines 6-7 of the 
specification. For instance, one type of resource is an HTML document (web page), i.e., whether 
the requested resource is one which itself contains resource identifiers. See page 15, lines 9-12 
of the specification. 

Since the URL is embedded, it is evident that modification of the URL does, in fact, 
constitute a modification of the embedded image (or web page). Since the embedded image is 
one type of resource, modification of the URL does modify the resource. While no amendments 
are required to overcome this objection, Applicants has amended claims 45, 49, 53, 57, 61, 62, 
65 and 69 to substitute the term "resource" for "page object". Hence, based on the foregoing, 
Applicants respectfully request the Examiner to reconsider and withdraw this objection. 

As further described on page 5 of the Office Action, Applicants respectfully disagree that 
there is no support for "different resource locator" or "resource locator" of claim 62 within the 
specification of the subject application. For instance, the specification of the subject application 
describes the operations performed for rewriting Uniform Resource Locators (URLs). As a 
result, there is support for resource locators. Moreover, the specification describes in detail the 
rewriting of the HTML resources. See page 30 et seq. of the specification. If a URL is modified, 
it is considered to be a "different resource locator," and thus, this limitation is supported by the 
specification of the subject application. 

Based on the foregoing, Applicants respectfully request the Examiner to reconsider and 
withdraw this objection. 

As further described on page 5 of the Office Action, the Examiner has concerns regarding 
the limitation "designate the repeater server network" set forth in claim 57. In response, 
Applicants has amended claim 57 to substitute the phrase "designate the repeater server 
network" with the phrase "resolve to a repeater server within the repeater server network." See 
Page 46, lines 24-27 of the specification. Therefore, Applicants respectfully request the 
Examiner to reconsider and withdraw this objection. 
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As also described on page 5 of the Office Action, the operation of identifying is 
performed in the repeater server selector and allegedly is not in sync [sic] with the operations set 
forth in claim 49. Applicants respectfully submit that the identifying operation of claim 49 does 
not indicate what component performs this operation. Thus, it is consistent with the claims that 
the repeater server selector to perform this operation, although it is contemplated that the 
operations may be performed by other components as well. Applicants respectfully request the 
Examiner to reconsider and withdraw this objection. 

As described on page 6 of the Office Action, Applicants respectfully disagree with the 
objection. The Internet operates based on information being requested (pulled), not simply 
supplied (pushed) absent some form of request. No essential omitted limitations has been 
excluded from the subject claim; rather, claim 41 is directed to a particular aspect of the 
communications to which Applicants are entitled to seek protection. Thus, Applicants 
respectfully request the Examiner to reconsider and withdraw this objection. 

With respect to the comment of the "ongoing problems with the copied language," 
Applicants refer the Examiner to the claim chart provided with the prior amendment dated 
December 5, 2001, which illustrates some available support for the claims. This claim chart 
fully addresses the Examiner's concerns. However, if the Examiner has any additional questions, 
he is invited to contact the undersigned attorney at the phone number listed below. 

Based on the foregoing discussions, Applicants respectfully request the Examiner to 
withdraw the objections pertaining to 37 C.F.R. § 1.71 as well as the corresponding rejection 
under 35 U.S.C. § 1 12, first paragraph. 

II. Rejection under 35 U.S.C. §112 (second paragraph) 

As set forth in paragraph 4 of the Office Action, claims 41, 45, 49-50, 53-63, 65-66 and 
69 were rejected under 35 U.S.C. §112 (second paragraph) based on a request that the elements 
in the preamble be properly linked to the elements of the body. Applicants respectfully traverse 
the rejection. The preamble is designed to limit the operations of the claim to a particular 
architecture of a system. Applicants are entitled to seek such protection. 

As the Examiner is aware, there are two separate requirements set forth in 35 U.S.C. 
§1 12 (second paragraph): (1) the claims must set forth the subject matter that applicants regard 
as their invention; and (2) the claims must particularly point out and distinctly define the metes 
and bounds of the subject matter that will be protected by the patent grant. See MPEP §2171. 

With respect to the first requirement, Applicants respectfully submit that the operations 
of the claims are confined to a particular architecture for a system. No patentable distinction 
between the operations of different components is sought at this time. With respect to the second 
requirement, the operations are clear without limiting the claim as to include which components 
perform which operations. The breadth of a claim should not to be equated with indefiniteness. 
See In re Miller, 441 F.2d 689, 169 U.S.P.Q. 597 (CCPA 1971). Applicants respectfully submit 
that the scope and content of the claim is clear to a person of ordinary skill in the pertinent art 
and withdrawal of the outstanding §112 (second paragraph) rejection is warranted. 



Docket No: 006233.P001D 



Page 12 of 15 



WWS/crd 



Appl. No. 09/612,598 
Amdt. Dated 04/29/04 
Reply to Office action of 10/29/03 

III. Rejection under 35 U.S.C. § 103(a) 

Claims 49-50, 53-54, 57-59, 62, 65-66 and 69 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Graber (USP 5,712,979). Applicants respectfully traverse the rejection 
because a prima facie case of obviousness has not been established. 

When evaluating a claim to determine obviousness, all limitations of the claim must be 
evaluated. See In re Fine, 873 F.2d 1071, 5 U.S.P.Q.2d 1596 (Fed. Cir. 1988), Herein, certain 
* limitations of these claims have not been fully evaluated. Moreover, the Examiner is reminded 

that the mere fact that a reference can be combined or modified does not render the claimed 
invention obvious unless the prior art suggests the desirability of the modification. See In re 
Mills, 916 F2d 680, 16 U.S.P.Q.2d 1430 (Fed Cir. 1990). 

Herein, Graber does not describe or even suggest the operation of either modifying an 
embedded object or an embedded object URL, which are limitations set forth in independent 
claims 53, 57, 65 and 69. The only modification shown by Graber is to the path associated with 
a link URL. Graber is devoid of any teaching or suggestion to modify any embedded object or 
embedded object URL as explicitly claimed. Moreover, there is no teaching or suggestion for 
the modification of any URL to refer to a different computer (or domain) as also set forth in 
independent claims 49 and 62. 

Moreover, it would not have been obvious to modify the teachings of Graber to be 
applicable to embedded objects (or embedded object URLs) because Graber is modifying URLs 
in order to maintain path history. There is no reason to maintain any path history for embedded 
objects. 

In light of the foregoing, Applicants respectfully request the Examiner to withdrawal the 
outstanding § 103(a) rejection. 
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Conclusion 

Applicants respectfully request that a timely Notice of Allowance be issued in this case. 

Respectfully submitted, 

BLAKELY, SOK<5LOER TAYLOR & ZAFMAN LLP 




Dated: 04/29/04 B y, 

Reg. No. 39,018 
Tel.: (714) 557-3800 (Pacific Coast) 



12400 Wilshire Boulevard, Seventh Floor 
Los Angeles, California 90025 
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Appendix - Copy of 68 U.S.P.Q.2d 1186 (Fed. Cir. 2003) 
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